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agenda

1. What is Intellectual Property?
2. What is a Patent? 
3. What Does a Patent Protect?
4. What Does a Patent Not 

Protect?
5. Parts of a Patent.
6. What is a Provisional Patent?
7. What is a Trade Secret?

8. What Does a Trade Secret 
Protect?

9. Protecting Trade Secrets.
10. Patent or Trade Secret?
11. Reasons to File Patents.
12. The America Invents Act.
13. NPEs and  “Patent Trolls”
14. Q&A
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eric kohli
Eric is a registered patent lawyer with 23 
years’ experience in intellectual property law. 
His practice has focused on advising a wide 
variety of clients, including Fortune 100 and 
Fortune 500 companies, through patent and 
trademark development, prosecution, 
enforcement, business agreements, 
licensing, and litigation.
Eric's patent practice includes the 
mechanical, electrical, electronics, software, 
business methods, mobile apps, and medical 
arts.
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what is intellectual property?

• Property resulting from mental creativity
•  e.g., an invention, a book, a work of music, computer software.

• Courts enforce its protection.

• The Constitution: Article I, Section 8
• Congress shall have power . . . To promote the progress of science and useful 

arts, by securing for limited times to authors and inventors the exclusive right 
to their respective writings and discoveries.
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what is a patent?

• Protects one’s rights to their invention.

• Utility patent
• Apparatus
• Method

• Design patent

August 5, 2023 How to Patent Your Invention 5 of 23



what does a patent protect?

• Exclusive rights
• A method:

• Technical process (e.g., software)
• Business process (very hard since the Supreme Court’s Alice case)

• An apparatus:
• Physical components, how they interconnect
• Mechanical
• Electrical
• Software
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what does a patent not protect?

• A mathematical formula
• A mental process: something you can perform in your head
• Natural processes
• Software absent specific hardware (since the Alice case)
• Something that doesn’t actually work
• Something that has been done before 
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parts of a patent:
first page

• Title
• Patent number
• Inventor(s)
• Priority date
• Issue date
• Abstract 
• Representative figure
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parts of a patent: 

  – the figures



parts of a patent: 

  – e.g., a flowcharts
   depicting a process
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parts of a patent:

  – background

 – a summary
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parts of a patent:

  – detailed description 
   (the spec)
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parts of a patent: claims
1) A computer-implemented method for a game server 
to provide real-time commenting on remote game 

play, the method comprising: 
 receiving media from multiple players via 

a network; 
 combining said media from multiple players 

into a combined media signal via a multiplexer; 
 transmitting said combined media signal 
after a predetermined delay to observers on said 

network; 
 creating a selected player media signal by 
removing media of one or more players from said 

combined media signal via a demultiplexer; and 
 transmitting said selected player media 
signal to one or more of said multiple players via 
said network.
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bob zeidman

Bob is the creator of the field of software forensics. He 
is the founder of Zeidman Consulting that offers 
engineering consulting to law firms regarding IP 
disputes and Software Analysis and Forensic 
Engineering Corporation, the leading provider of 
software IP analysis tools. He holds 28 patents.

Bob is the author of three award-winning screenplays, 
four award-winning novels, and five textbooks. His 
latest venture is Good Beat Poker, an online poker site 
that incorporates patented audio and video technology.

He is also the author of How to Invent a Time Machine.
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what is a provisional patent?

• A one year placeholder
• Cheaper than a nonprovisional patent
• Needs to cover all aspects of the invention
• Be careful not to reveal trade secrets
• Must be enabling
• By itself, provides no rights
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what is a trade secret?

• Generally:
• a creation that is kept secret; 
• economic benefit from its secrecy; 
• must implement protective efforts to maintain its secrecy.

• States have adopted the Uniform Trade Secrets Act (UTSA)
• Federal Defend Trade Secrets Act (DTSA)
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what does a trade secret protect?

• Technology
• Business methods
• Customer lists
• Business plans
• Secret Formulas (Coca Cola, KFC recipe)
• Ideas
• Negative knowhow
• Lots of things! Basically, anything that has value.
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protecting trade secrets

• Get signed NDAs from everyone

• Mark documents “CONFIDENTIAL”
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patent or trade secret?

Characteristic Patents Trade secrets

Public or private? Public Private

Owner’s legal action Easier? Harder?

Cost High Low

Protection from theft Harder? Easier?

Time Limited Unlimited

Ownership Restricted Unregulated

August 5, 2023 How to Patent Your Invention 19 of 23



reasons to file patents

• File at least one patent
• File it early
• Use a patent attorney
• Defensive reasons
• Lasting value
• Offensive reasons
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the america invents act (aia)

• Passed by Congress in 2011 (bipartisan support/objections)
• Set up the Patent Trial and Appeal Board (PTAB)
• AKA the “Patent Death Squad”
• Over 84% of reviewed patents are invalidated in part or in whole
• Supposed to destroy “patent trolls”
• Used by Big Tech to stop small inventors
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npes and “patent trolls”

• Non-practicing entities
• Derogatorily called “patent trolls”
• Buy up patents from entrepreneurs and small inventors
• License/litigate large infringers
• US Founding Fathers intended this
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questions and answers

Eric Kohli, Lewis Roca Rothgerber Christie LLP
EKohli@LewisRoca.com

Bob Zeidman, Zeidman Consulting
Bob@ZeidmanConsulting.com

Download these slides from
www.ZeidmanConsulting.com/download.htm
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